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Supreme Court of Canada denies Apotex leave to appeal Lovastatin 
infringement damages

Case: Apotex Inc., et al. v. Merck & Co. Inc., et al. (SCC docket no. 36655)
Drug: MEVACOR

®
(lovastatin)

Nature of case: Leave to appeal from damages decision following a declaration that Canadian Patent No. 1,161,380 (380 
Patent) was valid and infringed

Successful party: Merck & Co. Inc. and Merck Canada Inc.
Date of decision: 14 April 2016

Summary

On April 14, 2016, the Supreme Court of Canada (SCC) dismissed Apotex Inc. and Apotex Fermentation Inc.’s 
(Apotex) application for leave to appeal a Federal Court of Appeal (FCA) decision upholding a damage award for 
infringement of a patent relating to lovastatin. The FCA held that a non-infringing alternative (NIA) defence is legally 
relevant when assessing damages, but that Apotex failed to establish on the evidence that it could and would have 
pursued the NIA in the “but for” world. 

Background

As we previously reported, in the liability phase, the Trial Judge found that Apotex infringed the 380 Patent for a 
method for making lovastatin using a microorganism of the genus Aspergillus terreus (AFI-1).  The trial decision was 
confirmed by the FCA. In the damages phase, the Federal Court (FC) found that Merck was entitled to a total damages 
award of $119,054,327, plus pre-judgement and post-judgement interest, and rejected Apotex’s arguments that the 
existence of an NIA is a relevant factor in the assessment of damages.

Apotex appealed the decision on multiple grounds, including that the FC erred by rejecting the legal relevance of non-
infringing lovastatin when computing damages, and that the damages for which it is liable should be reduced because 
it had a NIA available. The FCA held that the availability of an NIA is relevant in law when assessing the patentee’s lost 
sales. However, while Apotex established that it had a real and viable NIA, the FCA found that the evidence did not 
support Apotex’s contention that it could and would have pursued its NIA in the “but for” world. The FCA dismissed 
Apotex’s appeal with costs.

As a result of the SCC’s dismissal of Apotex’s appeal, the FCA decision has been affirmed: an NIA defence is available 
as a matter of law in the assessment of damages subject to being established on the facts of each case.
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Link to decisions: 

SCC docket 36655 may be found here.

Apotex Inc et al v Merck & Co et al, 2015 FCA 171

Merck & Co., Inc. v. Apotex Inc., 2013 FC 751

Eric Bellemare

For more information, please contact your IP/Life sciences and healthcare practice professional at Norton Rose Fulbright Canada LLP.

For a complete list of our IP team, click here. For a complete list of our Life sciences and healthcare team, click here.

Norton Rose Fulbright Canada LLP, Norton Rose Fulbright LLP, Norton Rose Fulbright Australia, Norton Rose Fulbright South Africa Inc and Norton Rose Fulbright US LLP are separate legal entities 
and all of them are members of Norton Rose Fulbright Verein, a Swiss verein.  Norton Rose Fulbright Verein helps coordinate the activities of the members but does not itself provide legal services to 
clients.

References to “Norton Rose Fulbright”, “the law firm”, and “legal practice” are to one or more of the Norton Rose Fulbright members or to one of their respective affiliates (together “Norton Rose 
Fulbright entity/entities”). No individual who is a member, partner, shareholder, director, employee or consultant of, in or to any Norton Rose Fulbright entity (whether or not such individual is 
described as a “partner”) accepts or assumes responsibility, or has any liability, to any person in respect of this communication. Any reference to a partner or director is to a member, employee or 
consultant with equivalent standing and qualifications of the relevant Norton Rose Fulbright entity.

The purpose of this communication is to provide general information of a legal nature. It does not contain a full analysis of the law nor does it constitute an opinion of any Norton Rose Fulbright entity 
on the points of law discussed. You must take specific legal advice on any particular matter which concerns you. If you require any advice or further information, please speak to your usual contact at 
Norton Rose Fulbright. 

© Norton Rose Fulbright Canada LLP 2016

http://www.scc-csc.ca/case-dossier/info/sum-som-eng.aspx?cas=36655
http://decisions.fct-cf.gc.ca/fca-caf/decisions/en/item/110882/index.do?r=AAAAAQAMMjAxNSBGQ0EgMTcxAQ
http://decisions.fct-cf.gc.ca/fc-cf/decisions/en/item/62453/index.do?r=AAAAAQALMjAxMyBGQyA3NTEB
http://www.nortonrosefulbright.com/ca/en/our-services/intellectual-property/team-index.aspx
http://www.nortonrosefulbright.com/ca/en/our-services/life-sciences-and-healthcare/team-index.aspx

	Pharma in brief - Canada

	Supreme Court of Canada denies Apotex leave to appeal Lovastatin infringement damages





